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DETAILED ACTION 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-6, 8, 15, 16, and 19 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-4, 
6, 7, 9, 10, 12, and 15 of copending Application No. 10/821,740. Although the 
conflicting claims are not identical, they are not patentably distinct from each other for 
the following reasons. Instant claim 1 is identical to copending claim 1 except for two 
differences. First, the ""radially and axially extending wall" language in instant claim 1 is 
replaced with "flying buttress" language in the copending claim 1. These two recitations 



are deemed to have substantially the same scope and are thus not patentably distinct. 
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Second, copending claim 1's valve seat is "made of a plastic material". It would have 
been obvious to make the valve seat of instant claim 1 out of a plastic material since it 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. Instant claim 2 is identical to copending claim 2 
and both depend from their respective claim 1's. Instant claim 3 is slightly broader than 
copending claim 3 (and is thus patentably indistinct therefrom) and both depend from 
their respective claim 2's. Instant claims 4-6 and 8, respectively are identical to 
copending claims 4, 6, 7, and 8, respectively and depend in similar fashion from their 
respective claim 3's. Instant claim 15 is slightly broader than copending claim 10 and is 
therefore patentably indistinct therefrom. Instant claims 16 and 19, respectively are 
identical to copending claims 12 and 15, respectively and depend in similar fashion from 
instant claim 15 and copending claim 10. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-13, 15-24, and 26-33 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 
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Claim 1 recites that the fluid control body has "a pressure supply passage at a 
first end" and "a radially extending pressure control passage". However, the disclosed 
"supply passage" 18 appears to extend radially via part 28 and the disclosed "control 
passage" 20 appears at one end (see Figs. 1 and 4), opposite from how claimed. It is 
unclear how the claim is intended to read on the specification, the claim is thus 
indefinite. 

Claim 7 recites the limitations "the fluid supply passage" in line 1-2 and "said fluid 
control passage" in line 2. There is insufficient antecedent basis for these limitations in 
the claim. 

Claim 10 recites the limitation "said coil member" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 15 recites that the fluid control body has "a pressure supply passage at a 
first end" and "a radially extending pressure control passage". However, the disclosed 
"supply passage" 18 appears to extend radially via part 28 and the disclosed "control 
passage" 20 appears at one end (see Figs. 1 and 4), opposite from how claimed. It is 
unclear how the claim is intended to read on the specification, the claim is thus 
indefinite. 

Claim 18 recites the limitations "the fluid supply passage" in line 1-2 and "said 
fluid control passage" in line 2. There is insufficient antecedent basis for these 
limitations in the claim. 

Claim 21 recites the limitation "said coil member" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 26 recites that the fluid control body has "a pressure supply passage at a 
first end" and "a radially extending pressure control passage". However, the disclosed 
"supply passage" 18 appears to extend radially via part 28 and the disclosed "control 
passage" 20 appears at one end (see Figs. 1 and 4), opposite from how claimed. It is 
unclear how the claim is intended to read on the specification, the claim is thus 
indefinite. 

Claim 27 recites the limitations "the fluid supply passage" in line 1-2 and "said 
fluid control passage" in line 2. There is insufficient antecedent basis for these 
limitations in the claim. 

Claim 30 recites the limitation "said coil member" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 7, 8, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Greiner. 

The Greiner reference discloses a solenoid valve comprising a fluid control body 
16 capable of being received in a fluid housing (the solenoid is a fuel injector for an 
engine) and having a "pressure supply passage" 20 at a first end and a radially 
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extending "pressure control passage" 50, a " feed supply tube" 40 in a cavity of the 
control body with an outer diameter in communication with the pressure control passage 
(see Fig. 1) and an inner bore operably connected to the pressure supply passage (the 
inner bore and the pressure supply passage both receive the valve seat portion 17, see 
Fig. 1), the feed supply tube supported by a radially and axially extending wall 
segmented into longitudinally extending flow chambers (see Figs. 1 and 2) and having a 
valve receiving chamber area (area which supports valve seat portion 17, see Fig. 1), a 
valve seat portion 17 press fit into the control body (see Fig. 1) and having a valve seat 
portion 23 and a passage 22, a valve (26, 28, 29), and a solenoid (coils 13 and 14), but 
does not disclose that the valve seat portion is made of a metallic material. However, it 
would have been obvious to make the valve seat portion from a metallic material, since 
it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. Regarding claim 7, one passage is radially and 
the other is axial (see Fig. 1). Regarding claim 8, the valve includes ball 28. Regarding 
claim 12, although Greiner remains silent as to the material of the fluid control body, it 
would have been obvious to make the fluid control body from a polymer material, since 
it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. Regarding claim 13, the fluid control body 16 has 
an upper radially extending lip/rib (the positioning flange in the body 16, see Fig. 1). 
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Claims 2, 3, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Greiner in view of Erickson. 

Regarding claims 2 and 3, the Greiner valve further includes a casing member 1 
and the solenoid further has a central axis and includes coils 13 and 14 wound on 
bobbins (see Fig. 1), but the coils do not have a radially stepped inner diameter 
receiving a portion/flux tube of the casing member. However, the Erickson reference 
discloses a similar valve whose coil has a radially stepped inner surface so that the 
bobbin may accommodate a portion/flux tube 64 of the casing member for improved 
precision in the location of the bobbin within the valve housing (see Fig. 3). It would 
have been obvious to employ radially stepped inner diameters on at least one of the 
coils and the associated bobbins accommodating a portion/flux tube of the casing 
member in the modified Greiner valve in view of Erickson for improved precision in the 
location of the bobbin within the valve housing. Regarding claim 10, the Greiner valve 
does not have a bobbin and coil overmolded in an integral unit with a connector. 
However, the Erickson valve has the bobbin 32 and coil 30 overmolded in an integral 
unit with connector member 34 (see Fig. 3) for simpler manufacturing and connection of 
the valve. It would have been obvious to modify the Greiner valve such that a bobbin 
and coil are overmolded in an integral unit with a connector member in view of Erickson 
for simpler manufacturing and connection of the valve. 



Conclusion 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Guglielmi, Fujimoto, and Ahn references disclose similar 
solenoid valves. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter deVore whose telephone number is 571 272- 
4884. The examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on 571 272-4835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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